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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
eamed patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )□ Responsive to communication(s) filed on . 

2a )□ This action is FINAL. 2b)|3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Clalm(s) 1-13 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) \Z\ Claim(s) is/are allowed. 

6) |EI Claim(s) P13 is/are rejected. 
/)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 
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10) ^ The drawing(s) filed on 23 September 2005 is/are: 8)0 accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described In a printed publication In this or a foreign country or In public 
use or on sale In this country, more than one year prior to the date of application for patent In the United 
States. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary sl^ill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner In which the Invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 

the various claims was commonly owned at the time any inventions covered therein 
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were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

1 . Claims 1 , 2 and 4 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Tanimoto et al. (U. S. Patent 
6,495,623). 

With regard to the limitation of claims 1 and 4, Tanimoto'623 discloses that a 
polyvinyl alcohol having at least 1.9 mol % of 1,2-glycol bonds, which is within the 
claimed range, is used as a dispersant for emulsion polymerization or a dispersant for 
suspension polymerization, and this ensures good polymerization stability even when its 
amount used is reduced (abstract). For the dispersant additional monomers can be 
included, for example, a-olefins, such as propylene, isobutylene, etc.; acrylic acid and 
its salts; acrylates such as methyl acrylate, ethyl acrylate, n-propyl acrylate, iso-propyl 
acrylate, n-butyl acrylate, iso-butyl acrylate, t-butyl acrylate, 2-ethylhexyl acrylate, 
dodecyl acrylate, octadecyl acrylate, etc.; methacrylic acid and its salts; methacrylates 
such as methyl methacrylate, ethyl methacrylate, n-propyl methacrylate, iso-propyl 
methacrylate, n-butyl methacrylate,etc. (col. 5, lines 13-57). 

The dispersant comprises a PVA polymer (A) having a degree of polymerization 
of from 100 to 4000. More preferably its lowermost limit is at least 200, and its 
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uppermost limit is preferably at most 3000, which overlaps the claimed range (col. 1 1 , 
lines 20-30). 

Tanimoto'623 discloses that in case where the PVA polymer (A) is used as the 
primary dispersant its lowermost limit of the degree of hydrolysis (which is 
saponification) is preferably at least 68 mor/o, and the uppermost limit is preferably at 
most 95 mor/o, which is mainly within the claimed range (col. 1 1 , line 60 through col. 12, 
line 8). 

With regard to the limitation of particle size distribution as per claim 1 , 
Tanimoto'623 does not disclose that a "factor a" should be of at least 0.3 that indicates 
the particle size distribution width of the emulsion because Tanimoto'623 does not 
discloses the used method of the definition of the particle size distribution width. 
However, Tanimoto'623 discloses that the necessary properties of the dispersant for 
suspension polymerization of vinylic compounds are that it is effective for narrowing as 
much as possible the particle size distribution of the vinylic polymer particles obtained 
(col. 2, lines 43-46). 

Tanimoto'623 discloses that the samples in the examples have a narrower 
particle size distribution (col. 29 lines 5-12, Tables 2-3 and 2-4, where in the most 
examples the values are 0 or near 0). 

With regard to the limitation of claims 1 and 2, Tanimoto'623 does not disclose 
that the film formed at 20''C and 65 % RH to have a thickness of 500 pm has a tensile 
strength of at least 1 00 kg/cm^ and that the dissolution of the film formed from the 
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emulsion at 20°C and 65 % RH to have a thickness of 500 pm is at most 10 %, when 
dipped in an aqueous 1 N sodium hydroxide solution at 20°C for 24 hours. 

However, in view of substantially identical composition between Tanimoto and 
instant claims, it is the examiner position that a film formed at 20°C and 65 % RH to 
have a thickness of 500 pm from Tanimoto's (meth)acrylic resin emulsion inherently 
possesses these properties. Since the USPTO does not have equipment to do the 
analytical test, the burden is now shifted to the applicant to prove otherwise. In re 
Fitzgerald 619 F 2d 67, 70, 205 USPQ 594, 596 (CCPA 1980). 
2. Claims 3 and 5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Tanimoto et al. (U. S. Patent 6,495,623) in view of Tanimoto et al. (U. S. Patent 
6,451,898). 

With regard to the limitation of claims 3 and 5, Tanimoto'623 does not disclose 
that the vinyl alcohol polymer contains from 1 to 20 mol% of a-olefin units having at 
most 4 carbon atoms in the molecule, although Tanimoto'623 discloses the usage of a- 
olefins in the composition (see paragraph 2 above). 

With regard to the limitation of claims 3 and 5, Tanimoto'898 discloses that of the 
modified PVA, the ethylene unit content must fall between 1 and 15 mol %, but 
preferably between 3 and 13 mol %, more preferably between 5 and 12 mol %, which is 
within the claimed range (col. 3, lines 25-40). 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to adjust the amount of a-olefin units in the claimed 
range, as taught by Tanimoto'898 in Tanimoto623's (meth)acrylic resin emulsion in 
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order to obtain a stable aqueous emulsion having good water resistance, good high- 
temperature viscosity stability and the low-temperature storage stability (col. 3, lines 25- 
40), and thus to arrive at the subject matter of instant claims 3 and 5. 
3. Claims 6-1 3 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Tanimoto et al. (U. S. Patent 6,495,623) in view of Tanimoto et al. (JP-2002-308939). 

The disclosure of Tanimoto'623 reference resided in § 3 is incorporated herein by 
reference. 

With regard to the limitation of claim 6, Tanimoto'623 discloses a method for 
producing the (meth) acrylic resin emulsion comprising emulsion (co)polymerization of 
at least one monomer selected from acrylate monomers and methacrylate monomers, 
using, as a dispersant, a vinyl alcohol polymer having a degree of saponification of from 
80 to 95 mol% and a degree of polymerization of from 400 to 2000 and using a redox- 
type polymerization initiator that comprises a peroxide and a reducing agent, wherein 
the emulsion (co)polymerization is effected in such a controlled manner that the 
monomer and the vinyl alcohol polymer are fed into the reactor in the initial stage of the 
reaction and the peroxide is continuously or intermittently added to the polymerization 
system (col. 7, lines 62 through col. 8, line 20, col. 13, line 54 through col. 14, line 27, 
Example 1, col. 22, line 48 through col. 23, line 7, etc.). 

With regard to the limitation of claims 6 and 10, Tanimoto'623 does not disclose 
the usage of an iron compound. 
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Taninnoto'939 discloses that an iron compound is furtlier added to the system 
(abstract) in the amount of from 1 to 50 ppm, which is exactly within the claimed range 
(page 3, [0017], [0018]). 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to in corporate the iron compound in the clamed 
amount, as taught by Tanimoto'939 in Tanimoto623's (meth) acrylic resin emulsion in 
order to achieve a good control of the polymerization (page 3, [0017], [0018]), and thus 
to arrive at the subject matter of instant claims 6 and 10. 

With regard to the limitation of claim 8, Tanimoto'623 discloses that the amount 
of hydrogen peroxide is between 0.01 and 0.03 with is within the claimed range (col. 7, 
lines 45-48). 

With regard to the limitation of claim 9, Tanimoto'623 discloses that the 
polymerization initiator will be combined with a reducing agent to give a redox system 
reagent. In that case, in general, hydrogen peroxide will be combined with tartaric acid, 
L-ascorbic acid, or the like (col. 7, lines 50-55). 

With regard to the limitation of claim 1 1 , it is noted that all three references used 
in the current Office action do not specifically discloses the usage of a chain transfer 
agent, but the discloses that if desired any other additives may also be added to the 
polymerization system such as agents for controlling a degree of polymerization, 
inhibitors, etc. (US'623, col. 14, line 45 through col. 15, line 3). Therefore, it is would 
have been obvious to one having ordinary skill in the art at the time the invention was 



Application/Control Number: 10/550,025 Page 8 

Art Unit: 1796 

made that the addition of a chain transfer agent in the process of obtaining the (meth) 
acrylic resin emulsion is optional. 

With regard to the limitation of claim 12, Tanimoto'623 discloses that if desired, 
however, the dispersant, which is the above-mentioned PVA polymer in the aqueous 
emulsion having at least 1 .9 mol % of 1 ,2-glycol bonds, may be combined with any 
known anionic, nonionic or cationic surfactants (col. 8, lines 60-62). 

With regard to the limitation of claim 13, Tanimoto'623 discloses a synthetic resin 
powder obtained by drying the (meth)acrylic resin emulsion (col. 28, line 54). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MICHAEL M. BERNSHTEYN whose telephone number 
Is (571 )272-241 1 . The examiner can normally be reached on M-Th 8-6:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. Randy Gulakowski can be reached on 571-272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Michael M. Bernshteyn/ 
Examiner, Art Unit 1796 

/M. M. B./ 

Examiner, Art Unit 1796 



/Randy Gulakowski/ 

Supervisory Patent Examiner, Art Unit 1796 



